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REMARKS 

Qaims 1-27 are pending in the present Application. Claims 1, 9, and 18 have been 
amended and Claims 2, 3, 10, 1 1 , and 23-27 have been cancelled, leaving Claims 1. 4-9, 12-23 for 
consideration upon entry of the present Amendment, No new matter has been introduced by these 
amendments. For example, support for tiie smendm^it to Claim 1 may be found at least in 
Claims 2 and 3 as well as Figure 1 as originally filed. Support for the amendment to Claim 9 may 
be found at least in Claims 10 and 11 as weU as Figure 1 as originally filed. Support for the 
amendmentto Claim 18 maybe found at least in Claim 23 and Figure 1 as originally filed. 

Reconsideration and allowance of the claims art respectfully requested in view of the 
above amendments and the following remarks. 

Claim ReiectionH Under 35 U.S>C. S 1 1 2. First Paragraph 

Claims 1-23 stand icjlected under 35 U-S.C. § 1 12, first paragraph, as oontainmg subject 
matter which was not described in the Specification in such a way as to reasonably convey to one 
skilled in relevant art that the inventors, at the tinie fbe s was ffled» ha^ 
invention* 

The r^ection has been rendered moot by the amendments to Claims 1, 9, and 1 8. 

First Claim Rejection Under 3 ^ TI S-C. S 102fb^ 

aaims 1-4, 6, 8-12, 14, 16-19, 21-23 and 26-27 stand rejected under 35 U.S,C. § lQ2(b), 
as allegedly anticipated by U.S. Patent No» 4,351,515 to Yoshida(hcroinafbcr *'Yoahida''). The 
rejection to Claims 2, 3. 10. 11, 23, 26 and 27 is tendered moot by the cancellation hereto* 
Applicants, however, respectfully traverse the rcgectioa to Claims 1, 4, 6, 8, 9, 12, 14, 16-19, 21 
and22» 

To anticipate a claim, a relereoce must disclose each and every element of the claim. 
Lewmar Marine v. Varimtlnc. 3 US.P.Q.2d 1766 (Fed. Cir. 1987). 
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Yoshida fails to anticipata indepeadmt Claims 1, 9, and 18 because tiie cited raference 
fidls to disclose an impact energy absotbing system conqnising^ inier aUa^ the feature of a 
secondaiy impact amface tiiat is in direct contact vidtfa a portion of tiie primary impact surface 
when the energy impact system is at reet. 

The Bxaminer has stated in the current Office Action that the end ci^s of the support 
member are interpreted as the secondary impact sur&ces. In Yo shida^ there is no possible way for 
the seccMidaxy impact sur&ce to ever be in direct contact with a portion of the primary impact 
sur&ce because the spring is inteiposed directly between the two. This is clearly shown in 
Yoshida's Figure 1. 

Accordingly, Yoshida does not anticipate independent Claims 1, 9, and 18. Given that 
Claima 4, 6» 8, 12, 14» 16* 17» 19» 21 and 22 depend fcom^ and ultimately inclisde all of the 
limitations of. Claims 1 , 9, and 1 8, these claims are also not anticipated by Yoshida for at least die 
same reasons. Withdrawal of the rejection is hereby respectftilly requested. 

Second Claim Rejection Under 35 U-S,C, § 102fbl 

Qaims 1. 2. 4. 6. 8-10, 12, 14. 16-19, 21, 22. and 24 stand rejected under 35 U.S.C. § 
102Cb)i as allegedly anticipated by US. Patent No. 6»427,813 to Carlson (hereinafter ''Carlson"). 
The rejection to Claims 2, 1 0, and 24 is rendered moot by the cancellation thereto. Appticanls, 
however, respectfully traverse the rejection to Clauns 1, 4, 6, 8, 9« 12, 14, 16-19, 21 and 22. 

Like Yoshida above, Carlson also fiuls to disclose Applicants claimed feature of 
secondary inapact surface that is in direct contact with a poition of the primaty impact surfice 
when the energy impact system is at rest. In fact, Carlson is absolutely silent aa to the existence 
of a secondary impact surface. 

In view of the foregoing, Applicants respectfully request withdrawal of the rejection of 
Claims 1,4, 6. 8, 9, 12, 14, 16-19, 21 and 22. 



8 

PAGE1iV14'RCVDATmS5:18:33PM [Eastern DayligM 



Apr' 07 2005 4:17PM CRNTOR COLBURN LLP 8602860115 p«ll 

GPO03269 

Third Claim Reiectian Under 35 U.S.C. 8 102fb^ 

Claims 1, 2, 4, 6, 18, 19, 21, 22 and 24 stand rejected under 35 U.S.C. § 102(b), as 
allegedly anticipated by U.S. Patent No. 4»942,947 to Shtaricman (hereinafter **Shtadcman"). The 
rejection to Claims 2 and 24 is rendered moot by the cancellation thereto. Applicants^ however, 
respectfiilly traverse the rejection to Claims 1, 4, 6, 18, 19, 21 and 22. 

Like the Carlson lefmsnce cited above, Shtarlonan fidls to disclose a secondary impact 
sur&coi let alone a secondary impact surface that is in direct contact with aportionof fheprimaiy 
impact surface when die energy impact system is at rest* 

As sudu Shtarionan &2ls to anticipate Claims 1^2, 4,6,18, 19, 21, and 22 for at least this 

reason* 

Fim Claim Rgiwtipn UndCT 35 U^S,C, § lQ3(a) 

Claims 5, 7, 13, 15, 20, and 25 stand rejected under 35 U.S.C. § 103(a), as allegedly 
unpatentable over Carlson in view of US Patent No, 5.525,249 to Kordonsky et al (herefaiafter 
''Kordonsky^O- rejection to Claim 25 is rendered moot by the cancellation thereto. 
Applicants, however, respectfully traverse the rejection to Claims S, 7, 13, 15, and 20. 

For an obviousness refection to be proper, the Examiner must meet the buxden of 
establishing a prima facie case of obviousness, i<e., that all elements of the invention are disclosed 
in the prior art; that the prior art relied upon, coupled with knowledge generally available in the 
art at the time of the invention, contain some suggestion or incentive that would have motivated 
the skilled artisan to modify a reference or combined references; and that the proposed 
modification of the prior art had a reasonable expectation of success, deteraoiaed fiom the vantage 
point of the skilled artisan at the time the invention was made. In re Fine^ 5 U.S.P.Q.2d 1596^ 
1598 (Fed. Cir. 1988); In re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. lSnO)\Amsen v. Chugai 
Pharmaceuticals Co.. 927 US,P,Q.2d, 1016, 1023 (Fed Cir. 1996). 
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Claims 5 and 7 depend Gxm^ and include all of die limitations Claim 1; Claims 13 and 
IS depend fiom, and include all of the limitations of Claim 9; and Claim 20 depend fix>m» end 
include all of (he limitations Claim 18. Applicants assert a prtma facte case of obviousness 
has not been established against Applicants' Ckdms U 9, sdid 18 because the cited references, 
individually or in combination, fidl to teach or suggest at least a secondary impact sur&c^ let 
alone a secondary impact sur&ce that is in direct contact widi a portion of the primary intact 
surface when the energy impact system is at rest. 

The deficiencies of Carlson are discussed above. Kordonsky merely discloses 
magnetorheological£hudconq;)oslt3ons. There is no disclosure or suggestion of devices. Because 
of this, the cited references fiail to teach or suggest all limitations of Applicants independent 
Claims 1, 9^ and 18. 

Accordingly^ Applicants respectfully request withdrawal of the rcgection to Claim 5, 7, 13, 
IS, and 20. 

Second Claim Rejection Und er 3S U.S.C. 6103fa^ 

Claims 5, 20, and 25 stand rejected under 35 U.S.C. § 103(a)» as allegedly unpatentable 
over Shtarkman in view of Kordond^r et al. ^^licants respectfblly traverse the rejection to 
Claims 5 and 20, as Claim 23 has been cancelled. 

Applicants assert a prima fade case of obviousness has not been established against 
Applicants' Claims 1 and 18 because flie cited refermces, individually or in combination, fail to 
teach or suggest at least a secondary impact surface, let alone a secondary impact surfiace that is in 
direct contact wi& aportion of the primary in4>act surfiioe when the energy impact system is at 
rest. 

The dcfidencies of Shtakrman are discussed above. KordonsKy merely discloses 
magnetorhcological iluid compositions. There is no disclosure or suggestion of devices* Because 
of this, the cited references fidl to teach or suggest all limitations of Applicants indeperulent 
Claims 1 and 18. 
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Accordingly, Applicants zespeotfuUy request withdrawal of fhe rqection to Claim S and 

20. 

Thitd Claim Rdection Under 35 U.S,C. 8103fa^ 

Claims 5, 7, 13, 13> and 20 stand rejected under 35 US-C, § 103(a), as allegedly 
uiqiatentable over Yoshida in view of Kordonsky et al. Applicants respectfully traverse this 
rejection. 

Applicants assert a prima facie case of obviousness has not be«i established agaiiut 
Applicants' Claims 1, 9, and 1 8 because die citedrefbrences* individually or in combmation, fail 
to teach or suggest at least a secondary impact sur&ce, that is in direct contact with a portion of 
the primary impact surface when the «er]gy impact system is at rest. 

The deficiencies of Yoshida are discussed above. Kordonsky merely discloses 
magnetorheological fluid compositions* There is no disclosure or suggestion of devices. Because 
of this, the cited refbrences &1] to teach or suggest all limitations of Applicants indqaendent 
Claims 1 and 18. 

Accordinglyj ApptioantsrespectfuUyrequestwiflidrawaloffhe rejection to ClaimS, 7. 13, 
15, and 20. 
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It it believed that the fofe^ing aoifiDdments and remeiks fiiUy comply with the Oiiice 
Action Old fhat the claims hexein should now he allowable to Applicants. Amoidingly. 
iBconsidBrBtion and allowance are requested. 

If thei« are any additiotial chaiges with respect to this A mgndmw it or otherwise, please 
charge them to Dq>osit Account No. 06-1 1 30. 



Date: April 7, 2005 
CANTOR COLBURN LLP 
55 GrifOn Road South 
Bloomfield^ CT 06002 
Telephone (860) 2S6-2929 
FacsimilB (860) 286-01 15 
Customer No.: 23413 



Re^ctfiilly submitted. 




CIANTOR COLBURN 1^- 



RegistratraraNo. 42,618 
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